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DETAILED ACTION 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

The changes made to 35 U.S. C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA 
35 U.S.C. 102(e)). 

Claims 31-39, 41, 42 and 49 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Schmitz (6,755,613). Schmitz discloses a steam turbine component assembly, comprising: an 
inner housing 121 having a surface exposed to a high temperature operating environment and an 
opposite surface exposed to a lower temperature operating environment where the higher 
temperature environment is over 600 degrees C (Column 8, lines 1-8); an outer housing 122 that 
surrounds the inner housing; and a thermal barrier coating 82 having a pre-selected porosity, 
thickness and material composition applied to the higher temperature surface effective to control 
thermal deformation of the inner and outer housings relative to each other. The Examiner notes 
that any thermal barrier coating would have a porosity, thickness and material composition and 
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therefore the Examiner holds the position that the coating of Schmitz would have those 
properties pre-determined prior to applying the coating to the steam turbine component. Schmitz 
also disclose the substrate being ferritic (iron) based. 

Schmitz further discloses applying the coating at locations where components are 
exposed to the steam. The Examiner notes that claims 34 and 37-41 cite particular location 
where the coating is applied. Since this is viewed as intended use and Schmitz discloses that the 
coating can be applied in various locations it is the position of the Examiner that Schmitz reads 
on Applicant's intended use claims. 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 37 CFR 1.131. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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Claims 43-44 are rejected under 35 U.S.C. 103(a) as being unpatentable over Schmitz in 
view of Beele (5,740,515). Schmitz discloses all of the claimed as stated in the 102(e) rejection 
made above except for the coating comprising Zirconium oxide or titanium oxide. 

Beele teaches a thermal barrier coating comprising zirconium oxide layer 2 and an 
intermediate layer 4 comprising the composition of MCrAlX, where M is iron cobalt or nickel 
and X is yttrium. Since it is well known in the turbine art to use thermal barrier coatings and 
both Schmitz and Beele disclose coatings applied to turbine components in high temperature 
settings, it would have been obvious at the time the invention was made to one of ordinary skill 
in the art to provide a coating as taught by Bcclc to the turbine component of Schmitz for the 
purpose of protecting the component from thermal stresses. 

CONCLUSION 

Allowable Subject Matter 

Claims 45-47 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DWAYNE J. WHITE whose telephone number is (571)272- 
4825. The examiner can normally be reached on 7:00 am to 3:30 pm M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Look can be reached on (571) 272-4820. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dwayne J White/ 
Examiner, Art Unit 3745 

DJW 



